5 autonomy, wherein the plurality of program modules are each configured to handle a 

^ conmion computer task that includes conducting negotiations in an electronic conmierce 

application, and wherein, based upon an objective criteria, at least one selected program 
8 module from the plurality of program modules is selected to handle the computer task. 

1 76. (Once Amended) The apparatus of claim 64 [75], wherein the plurality of program 

2 modules includes a semi-autonomous program module, a fiilly-autonomous program module, and 

3 a fully-dependent program module. 



1 77. (Once Amended) Theapparatusofclaim64 [75], wherein the objective criteria 

2 includes a risk that a dispatched agent is subjected to in negotiations. 



REMARKS 

This paper is submitted in reply to the Office Action dated April 1, 1999, within the three 
month period for a response. Reconsideration and allowance of all pending claims are 
respectfully requested. 

5 In the subject Office Action, claims 30-32 and 36-48 were rejected under 35 U.S.C. § 101 

as directed to non-statutory subject matter. Moreover, claims 30, 36-37 and 39-47 were rejected 
under 35 U.S.C. § 102(a) as being anticipated by U.S. Patent No. 5,655,081 to Bonnell et al 
Moreover, several objections as to formal matters were made for the Specification and 
Declaration. 

10 Applicants respectfully traverse the Examiner's rejections to the extent that they are 

maintained. 

As an initial matter, Applicants note that the Examiner did not consider the claims added 
by the second Preliminary Amendment filed on March 24, 1999. Moreover, it does not appear 
that the Examiner has yet considered the art submitted in the Supplemental Information 
15 Disclosure Statement filed in connection with the aforementioned Preliminary Amendment. 

Applicants have made the above amendments and remarks below to address the claims added by 
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this Preliminary Amendment (specifically, claims 49-80) in addition to those claims mitially 
considered by the Examiner. Moreover, Applicants respectfully submit that they aforementioned 
Supplemental Information Disclosure Statement was filed prior to issuance of the instant Office 
Action, and as such, should be considered by the Examiner with no payment of fees in 
accordance with 37 C.F.R. 1 .97(b). Applicants therefore respectfully request that the Examiner 
return the initialed copies of the 1449 forms enclosed with the aforementioned Statement. 

Applicants have also noted that the Examiner did not consider a significant number of the 
references cited in the hifonnation Disclosure Statement filed on August 28, 1998, stating that 
copies of the references were not enclosed. However, it is Applicants understanding that copies 
of those references were not required to be submitted pursuant 37 CFR 1 .98(d), since the instant 
application is a divisional application and the references were originally cited in a parent 
application. Applicants therefore respectfully submit that the Examiner is obligated to consider 
these references, and Applicants would appreciate if the Examiner would return initialed copies 
of the 1449 forms indicating that the references were considered with the next Office 
communication. Clean copies of the originally-filed 1449 forms are enclosed herewith for the 
Examiner's convenience. 

Applicants have now canceled claims 46, 61 and 75 without prejudice, and amended 
claims 30, 47-49, 62-64 and 76-77. No new matter is added by the amendments, as the subject 
matter thereof is fully supported in the Specification, Drawings and Claims as originally filed. 
Applicants respectfully submit that the above amendments and the remarks presented below are 
sufficient to traverse the Examiner's rejections, and as such, the application is now in condition 
for allowance. 

Applicants will now address each of the points raised by the Examiner in the order in 
which they appear in the Office Action. 

Informal Matters 

Turning to the subject Office Action, the Examiner objected to the Declaration as being 
defective for failing to provide original signatures. However, it is Applicants' understanding that 
the filing of a photocopy of an Oath or Declaration is proper under 37 C.F.R. § 1 .63(d) and 
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1 .53(f) for a divisional patent application. Accordingly, withdrawal of the objection is 
respectfully requested. 

In addition, the Examiner objected to the Disclosure for failing to state in the 
Specification that the application is a divisional of another application. However, the Examiner 
5 will note that the claim to priority was added to the application by way of amendment in the 

Preliminary Amendment filed concurrently with the Application on June 19, 1998. Withdrawal 
of this objection is therefore also respectfully requested. 

Statutory Subject Matter Rejection 
Next, the Examiner rejected claims 30-32 and 36-48 as being directed to non-statutory 

10 subject matter. In particular, the Examiner asserts that the claims are not limited to practical 

applications of the technical arts, as they disclose no manipulation of data representing physical 
objects or activities, or any independent physical acts being formed by the invention. The 
Examiner further asserts that a computer program product embodied on a signal beaiing media is 
not statutory because the term "signal bearing media" is broader than a "computer readable 

15 medium", which the Examiner asserts corresponds to a physical object that, when placed in a 
computer, causes a computer to operate in a particular fashion. 

Applicants respectfully traverse the Examiner's Section 101 rejection, as it appears that 
the Examiner has misapplied the law in statutory subject matter to somehow require some 
manipulation of physical objects to define a statutory invention. It is Applicants' understanding 

20 that both the Patent Office's Examination Guidelines for Computer-Related Inventions, as well 
as current case law as exemplified by State Street Bank & Trust v. Signature Financial Group, 
47 USPQ2d 1596 (Fed. Cir. 1998) and AT&T Corp. v. Excel Communications. Inc., 50 USPQ2d 
1447 (Fed. Cir. 1999), merely requires that an invention be applied to produce a "useful, concrete 
and tangible result." State Street Bank at 1602. On this basis, the claims are clearly statutory. 

25 Claim 30, in particular, recites a program that performs a computer task using an 

intelligent agent. The intelligent agent includes at least one of a plurality of program modules, 
and at least one of the program modules is selected to handle a computer task based upon an 
objective criteria. Such selection of different program modules modifies the function of the 
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intelligent agent to operate in a different way in handling the task. Such an operation is not 
merely a manipulation of abstract ideas or mathematical formulas, but rather a useful, concrete, 
and tangible result is obtained by virtue of the optimization of the operation of the intelligent 
agent in performing the task. This practical utility of the claimed invention is all that is necessary 
to define a statutory invention. 

Also, the Examiner asserts that a "signal bearing media" encompasses other than physical 
computer readable media (presumably floppy disks and the like). It appears that the Examiner is 
attempting to focus on which specific category the claim falls in, rather than the overall utility 
recited in the claim. This reasoning, however, is not proper under State Street Bank . Id. 
Regardless, Applicants have specifically defined various examples of signal bearing media, 
including recordable-type media, such as floppy disks, hard disk drives and CD-ROM's, but also 
transmission-type media, such as digital and analog communication links (see page 22 of the 
Application). It is Applicants' understanding that transmission-type media are recognized as 
statutory. In fact, a computer program embodied on a carrier wave is provided as an illustration 
of a statutory invention in the examples appended to the Patent Office's Guidelines (see, for 
example, claim 13 of the Automated Manufacturing Plant example). Therefore, the Examiner's 
requirement that the claim be limited to recordable-type media is unsupported in the law. 

Accordingly, Applicants respectfully submit that the claims are directed to statutory 
subject matter, and withdrawal of the Examiner's rejection is therefore earnestly solicited. 

Art-Based Rejection 

Next, in the subject Office Action, claims 30, 36-37 and 39-47 were rejected under 35 
U.S.C. § 102(a) as being anticipated by Bonnell et al. 

First, with respect to independent claim 30, this claim (as amended) now recites a 
program including an intelligent agent including at least one of a plurality of program modules 
having varied degrees of autonomy . The plurality of program modules are each configured to 
handle a common computer task that includes conducting negotiations . Based upon an objective 
criteria, at least one program module is selected to handle the computer task. 
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Claim 1 as amended is similar in scope to claim 46, which the Examiner claims is 
anticipated by Bonnell et al. The Examiner in particular argues that the limitation regarding the 
use in electronic commerce is merely a field of use statement, rather than an additional limiting 
feature of the claim. However, claim 30, as well as claim 46, both recite that the program 
modules of an intelligent agent are configured to conduct negotiations in an electronic commerce 
application. This recitation positively defines the operational characteristics of the modules, and 
is more than simply a field of use. 

Moreover, this feature is not disclosed or suggested by Bonnell et al. Bonnell et al. is 
instead directed to a network management system that loads various modules based upon the 
types of network resources that are being managed by a particular agent in a network 
management system. The reference is utterly silent as to any electronic commerce application, or 
to the use of an intelligent agent in conducting negotiations. Furthermore, the reference is silent 
as to granting various degrees of autonomy to an intelligent agent, as is also recited in claim 30. 
For this reason, Bonnell et al. cannot be read to anticipate claim 30. Withdrawal of the rejection 
of claim 30 is therefore respectfully requested. 

Moreover, claim 30 is non-obvious over Bonnell et al. given that there is no motivation in 
the art to modify the network management system of Bonnell et al. to support electronic r - 
negotiations, or to vary the operation of an intelligent agent by using different program modules 
having varying degrees of autonomy. The claimed invention, however, provides a unique and 
unexpected advantage in that an intelligent agent may be configured to conduct a common task 
(performing a negotiation) in different manners (with different degrees of autonomy) in different 
situations. As a consequence, the operation of the agent may be optimized for different 
situations. Applicants therefore respectfully submit that claim 30 is also non-obvious over 
Bonnell et al. Reconsideration and allowance of claim 30, as well as claims 31-45 and 47-48 
which depend therefrom, are respectfully requested. 

Next, with respect to independent claims 49 and 64, each of these claims have similarly 
been amended to recite that the plurality of program modules for an intelligent agent are 
configured to handle a common computer task that includes conducting negotiations in an 
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electronic commerce application, with the various program modules having varied degrees of 
autonomy. As discussed above in connection with claim 30, the use of different program 
modules having varied degrees of autonomy in an intelligent agent for the purpose of conducting 
negotiations is not disclosed or suggested by Bonnell et al. Accordingly, reconsideration and 
allowance of claims 49 and 64, as well as claims 50-60, 62-63, 65-74 and 76-77 which depend 
therefrom, are respectfully requested. 

As to claims 78-80, which have not been rejected based upon the prior art, Applicants 
respectfully submit that these claims are also novel and non-obvious over Bonnell et al., as 
Bonnell et al. fails to disclose or suggest any method of handling a computer task where the 
selection of a program module for use in an intelligent agent is based upon the risk presented in a 
remote computer system. Accordingly, consideration and allowance of claims 78-80 are also 
respectfully requested. 

In summary, Applicants respectfully submit that all pending claims are novel and non- 
obvious over the prior art of record. Reconsideration and allowance of all pending claims are 
therefore respectfully requested. 

If there are any questions regarding this paper, or which might otherwise further this case 
onto allowance, please contact the undersigned at (5 1 3)241-2324. Moreover, if any other 
charges or credits are necessary to complete this communication, please apply them to Deposit 
Account 23-3000. 



Respectfully submitted, 



Date 





Reg. No. 38,323 

WOOD, HERRON & EVANS, L.L.P. 
2700 Carew Tower 
Cincinnati, Ohio 45202 
(513)241-2324 
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